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1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. Claims 1 to 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Legrow et al. 

Legrow et al. teach curable compositions that contain a silicone resin hav- 
ing alkenyl groups (component (a) on lines 15-18 of column 2), an SiH containing 
crosslinking agent (component (b) on lines 50 to 60 of column 2) and a catalyst 
(component (c) on the top of column 3). This meets each claimed component 
(A), (B) and (C) in claim 1. Column 4, lines 12 to 16, teaches that the composition 
is cured upon heating (instant claim 2). 

With regard to the phrase "for LED devices" this is a future intended use 
clause that does not lend any patentable weight to the claimed composition per 
se. On the other hand the composition of Legrow et al. is used for encapsulating 
electronic equipment (column 4, lines 16 to 21), which indicates the suitability of 
this composition for LED devices. 

For claim 3, note Example 1 which uses a resin meeting the formula (1) as 
shown. This also meets formula (1-1) in claim 4. Example 1 also uses a SiH 
resin meeting formula (2) in claim 3, as well as the phenyl content in claim 5. 
This example uses the components in amounts that meet claim 3. 

Thus each requirement of particular claims 3 to 5 is met by the working 
example. The Examiner notes that this does not specifically teach that the 
alkenyl containing silicone resin meets the viscosity requirement of claim 3, but 
the resin in the working examples inherently does. The Examiner bases this 
position of inherency on the fact that column 2, line 32, of Legrow et al. teaches 
that the alkenyl silicone resin therein is "essentially the same as" that described 
in Mink et al. '519, and the silicone resin in Example 1 is the same as that used in 
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the examples in Mink et al. Mink et al. teach on column 2, lines 18, that these 
resins are solid. Thus the skilled artisan would recognize that the silicone resins 
in Legrow et al. are solid and meets the viscosity and "liquid or solid" requirement 
in claim 3. The Examiner notes that she relies upon Mink et al. only to support 
her position of inherency. 

3. Claims 1 to 5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Eguchi et al. 

Eguchi et al. teach organosiloxane resin compositions. See for instance 
components A and B on column 2, lines 1 to 15, as this meets the requirements 
of (A) and (B ) in instant claim 1. Column 4, lines 9 and 10, teaches Pt catalysts. 
This anticipates claim 1 . 

Particular attention is drawn to the example starting on line 1 5 of column 
6. This prepares a composition containing a siloxane meeting formula (1 ) in 
claim 3 (including the alkenyl, viscosity and "n" requirements), siloxane meeting 
formula (2) in claim 3 (including the "a+b" and viscosity requirements) and a Pt 
catalyst that cured by heating. This meets each requirement of claims 2 and 3. 

With regard to claim 4, note the specific formula shown on column 5, lines 
57 to 60. With regard to claim 5, note the specific formula shown on column 5, 
lines 61 to 63. 

As noted supra, the phrase "for LED devices" is a future intended use that 
does not lend any patentable weight to the claims. 

4. Claims 1 to 5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Sato et al. 

Sato et al. teach a silicone composition that is used to coat light emission 
photodiodes (meeting the future intended use of the claimed composition). See 
column 8, lines 13 and 14. This composition contains components a., b. and c. 
that meet claimed (A), (B) and (C). See line 52 of column 1 through line 7 of 
column 2. See for instance Example 2 starting on the bottom of column 9. This 
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uses a siloxane resin meeting formula (1) in claim 3 as well as the further limita- 
tions of claim 4. It also includes, as component (b) and component (b'), a SiH 
containing siloxane that meets the requirements of formula (2), as well as the 
phenyl content in claim 5. Note that the epoxy substituted group in compound (b) 
is within the breadth of the instant claims because R' can be a substituted or un- 
substituted group. The composition is heat cured. Thus Example 2 meets each 
requirement of claims 1 to 5. 



5. For the record the Examiner notes that the art is replete with compositions 
meeting instant claims 1 and 2 and, to a lesser extent, claims 3 to 5 (since claims 
3 to 5 are more narrow than claim 1). More references have not been applied 
against the claims to avoid redundancy, but applicants' attention is directed to the 
teachings in Mink et al., '519 and '567 (column 1, lines 45 to 65 in the former, 
column 1 , lines 45 to 62 in the latter). 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sato et al. 

Sato et al. fails to show a blend of siloxanes meeting the phenyl require- 
ments in claim 6. For instance Example 2 uses a blend of siloxanes in which one 
has no phenyl groups and one having 10 mol% phenyl groups (components (b) 
and (b') respectively). Column 6 teaches various siloxanes that can be used as 
component b'. Of the five shown, the first one is used in Example 2. The second 
one shown meets the requirement of at least 15 mol% phenyl groups. 

It would have been well within routine experimentation for one having 
ordinary skill in the art to use the second b' compound shown on column 6 in 
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place of the first b' compound shown on column 6 since these siloxanes are 
taught as being functionally equivalent in this composition as a secondary 
crosslinking component. It is prima facie obvious to substitute equivalents, moti- 
vated by the reasonable expectation that the respective species will behave in a 
comparable manner or give comparable results in comparable circumstances. 
The express suggestion to substitute one equivalent for another need not be 
present to render the substitution obvious. 

Since it would have been obvious to use a siloxane having 25 mol% 
phenyl groups in combination with the b compound in Example 2, this claim is 
rendered obvious. 

8. Claim 6 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Eguchi et al. 

Eguchi et al. also fail to show a blend of siloxanes meeting the phenyl 
requirements in claim 6. The bottom of column 5, however, teaches preferred 
silicone compositions. Compositions 1) and 2) use SiH siloxanes having less 
than 15 mol% phenyl groups. Composition 3) uses an SiH siloxane having 
greater than 15 mol% phenyl groups. 

It would have been well within routine experimentation for one having 
ordinary skill in the art to use the SiH siloxane in composition 3) in combination 
with an SiH siloxane of composition 1 ) or 2). For instance, as noted supra, it is 
prima facie obvious to substitute equivalents, motivated by the reasonable 
expectation that the respective species will behave in a comparable manner or 
give comparable results in comparable circumstances. Using a blend of two 
different siloxanes that are indicated as being functionally equivalent is 
comparable to substituting one for another. On the other hand, it is prima facie 
obvious to combine two compositions, each of which is taught by prior art to be 
useful for the same purpose, in order to form a third composition to be used for 
the very same purpose. The idea for combining said compositions flows logically 
from their having been individually taught in the prior art. In the instant case, this 
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would mean that it would have been obvious to combine two SiH siloxanes, 
which are taught by the prior art as being useful for the same purpose, to form a 
third SiH siloxane composition to be used for the same purpose. 

In this manner it would have been obvious to combine an SiH siloxane 
having a phenyl content of above 15 mol% with an SiH siloxane having no phenyl 
groups in a curable composition. As such the skilled artisan would have found 
the requirement of claim 6 obvious. 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Margaret G. Moore whose telephone number 
is 571-272-1090. The examiner can normally be reached on Monday to 
Wednesday and Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski can be reached on (571) 272-1302. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). I / /? / 
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